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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351(a) shall have the effects 
for purposes of this subsection of an application filed in the United States only if the international 
application designated the United States and was published under Article 21(2) of such treaty in the English 
language. 

2. Claims 1-5, 7-11, 13-15, 17-22, 24-29, 31-34, 36-43, 45-49, and 51-55 are rejected 
under 35 U.S.C. 102(e) as being anticipated by Melo et aL (US 2001/0037270 Al) 
and Manglapus et al. (Ser. No. 09/138,962; now US Patent No. 6,219,151) as 
incorporated by reference in Melo (Para 0023). 

3. As per independent Claims 1, 13, 24, 36, and 45, Melo discloses a method of providing 
a printing system under a lease agreement, comprising: leasing out a server computer 
(Para 0020, printer network connection / proxy server would be part of printer lease), 
wherein the server computer receives a digital image transmitted from a computer system 
(Usage data received from user / user work station; Manglapus: abstract Figs. 1-9); 
leasing out at least one printer connected to the server computer (Para 0013), wherein the 
at least one printer prints the digital image (Para 0017, image data); and providing a 
remote monitoring server (Para 0019-0020), having a connection with the server 
computer (Para 0020), to monitor conditions of at least one of the server computer and 
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the at least one printer, wherein the remote monitoring system is operated by a lessor 
(Para 0012-0013, finance company/dealer/service can be performed by same entity). 

4. As per Claims 2, 17, 25, 37, and 46, Melo discloses connecting an input device to the 
computer system to provide the digital image to the computer system (Manglapus: user 
work station, abstract Figs. 1-9). 

5. As per Claims 3, 26, 38, and 47, Melo discloses wherein the input device is selected from 
the group consisting of a scanner, a digital camera, a computer system, and a network 
(Manglapus: abstract Figs. 1-9). 

6. As per Claims 4, 14, 28, and 48, Melo discloses providing a storage device within the 
computer system to store the digital image (Manglapus: Fig.4, Data in Memory). 

7. As per Claims 5, 1 5, 29, and 49, Melo discloses providing software to the computer 
system to edit the digital image (Manglapus: Part of creating "print job" - would include 
enlarge, reduce, tone, # of copies, etc.). 

8. As per Claims 7, 1 8, 3 1 , 40, and 5 1 , Melo discloses providing updates by the remote 
monitoring server for software on the server computer (Para 0022, Billing Party 
transmit). 

9. As per Claims 8, 19, 32, 41, and 52, Melo discloses servicing at least one of the server 
computer and the at least one printer based on the conditions monitored by the remote 
monitoring server (Para 003 1). 

10. As per Claims 9, 20, 33, 42, and 53, Melo discloses maintaining an account based on the 
conditions monitored by the remote monitoring server (Usage monitored and tracked for 
billing purposes, Para 0027-0029, Claim 5). 
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1 1. As per Claims 10, 21, 34, 43, and 54, Melo discloses wherein the conditions monitored 
include at least one of a number of media printed by the at least one printer, a status of 
the server computer, a status of the at least one printer, and an ink level of an ink 
cartridge in the at least one printer (Para 0031, Service). 

12. As per Claims 1 1, 22, and 55, Melo discloses supplying at least one of ink and print 
media based on the conditions monitored by the remote monitoring server (Para 003 1, 
Service). 

13. As per Claims 27 and 39, Melo discloses wherein the computer system and the server 
computer reside within a single system (Printing network disclosed by Melo and 
Manglapus). 

Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 

15. Claims 6, 16, 30, and 50 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Melo in view of Official Notice. 

16. As per Claims 6, 16, 30, and 50, while Melo does not explicitly disclose converting the 
digital image into a proprietary format prior to transmitting the digital image to the server 



computer, Official Notice is taken that converting files to "Read Only" format 
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(converting the digital image into a proprietary format) prior to release of information, 
was a common method of securing data in use with the disclosed printing functionality at 
the time the invention was made. 

17. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide the user with the ability to secure the data before sending 
the print job, to increase user security and guard against property theft and piracy. 

18. Claims 12, 23, 35, 44, and 56 are rejected under 35 U.S.C. 103 as being unpatentable 
over Melo. 

19. As per Claim 12, 23, 35, 44, and 56, Melo discloses wherein the lease agreement covers 
pre-established billing contract rules, and supply of ink and print media to the end user by 
the lessor (Para 0031-0034, Service Agreements and pre-established billing contract 
rules). 

20. However, Melo fails to expressly disclose wherein the lease agreement covers possession 
and minimum use of the server computer and the at least one printer by an end user. 

21. However these differences are only found in the nonfunctional descriptive data and are 
not functionally involved in the steps recited. The Printer leasing system would be 
performed regardless of the type of lease Agreement established. Thus, this descriptive 
data will not distinguish the claimed invention from the prior art in terms of patentability, 
see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re 
Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

22. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have a leasing agreement that covers possession and minimum use 
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of the server computer and the at least one printer by an end user, because such data does 
not functionally relate to the steps in the method claimed and because the subjective 
interpretation of the data does not patentably distinguish the claimed invention. 

Conclusion 

23. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

24. Additional Literature has been referenced on the attached PTO-892 form, and the 
Examiner suggests the applicant review these documents before submitting any 
amendments. 

25. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan Ouellette whose telephone number is (571) 272- 
6807. The examiner can normally be reached on Monday through Thursday, 8am - 
5:00pm. 

26. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone numbers for 
the organization where this application or proceeding is assigned (571) 273-8300 for all 
official communications. 

27. Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Office of Initial Patent Examination whose telephone number is 
(703)308-1202. 



1 

Application/Control Number: 10/050,304 



Art Unit: 3629 



Page 7 



jo 

March 16, 2006 




Jonathan Ouellette 
Patent Examiner 
Technology Center 3600 



